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DETAILED ACTION 

1 . Claims 1 -25 remain for examination. The correspondence filed 9/27/05 amended 
claims 1, 3, and 4; and added claims 5-25. 

Response to Arguments 

2. Applicant's arguments with respect to claims 1-4 have been considered but are 
moot in view of the new ground(s) of rejection. 

Claim Rejections - 35 USC § 103 

3. The text of those sections of Title 35, U.S. Code not included in this action can 
be found in a prior Office action. 

4. Claims 1-4, 6-7, 9-10, and 12-25 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over Ichimura et al. (U.S. Patent 6,034,832) and further in view of Berman 
et al (U.S. Patent 6,502,194). 

Referring to Claims 1 , 3 and 4: 

Ichimura discloses an information processing apparatus having functions for 
recording contents recorded on a first recording medium onto a second recording 
medium, said apparatus comprising: recording means for recording the contents of the 
first recording medium onto the second recording medium (col. 2, lines 5-20); 
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storing means for storing information regarding each track of the contents as 
recording history information at the time of the contents recorded of the first recording 
medium being recorded onto said second recording medium by said recording means 
(col. 2, lines 15-30; col. 8, lines 34-41; col. 11, lines 5-10; col. 13, lines 20-35); and 

means for determining whether a track on the first recording medium was 
previously recorded or not by said recording means based on said recording history 
information (col. 15, lines 15-30; col. 22, lines 45-60). 

Although Ichimura discloses a display means (col. 8, lines 1-5), it is unclear from 
that disclosure as to what information can be displayed on said display means. 
However, Berman discloses an invention comprising a method of transferring copy 
protected content onto a recording medium, utilizing a display means allowing one to 
select tracks for recording (col. 13, line 50 - col. 14, line 10, and Figure 2). It would 
have been obvious to one of ordinary skill in the art at the time the invention was made 
to include a display means displaying information regarding a track that was not 
previously determined by said determining means, wherein said display means initially 
indicates the track that was not previously recorded as being selected for recording by 
said recording means from the first recording medium to the second recording medium 
(i.e. displaying information already maintained by Ichimura as noted above). The 
motivation for doing so would be to display all information regarding the operational 
status of the apparatus in a user-friendly manner (Ichimura, col. 8, lines 1-5; Berman, 
col. 3, lines 55-60). 
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Referring to Claims 14, 18, and 22: 

Ichimura discloses a method for transferring contents from a first recording 
medium to a second recording medium, said apparatus comprising means for 
determining whether or not recorded history information is present in said apparatus for 
the contents of the first recording medium (col. 14, lines 3-8); means for recording the 
selected portion of the contents from the first medium to the second recording medium 
(col. 16, lines 15-25); means for storing recorded history information regarding the 
selected portions of the contents recorded from the first recording medium to the 
second recording medium (col. 18, lines 1-25). 

Ichimura appears to be silent regarding the user interface required to operate 
that invention. Although it provides means for per-track copy protection (col. 8, lines 34- 
41) and a display unit (col. 8, lines 1-5), it does not explicitly disclose means for 
selecting a portion or portions of the contents for recording from the first recording 
medium to the second recording medium and means for displaying indicia indicating the 
selected portion or portions, wherein said recording means records from the first 
recording medium to the second recording medium the displayed selected portion or 
portions. However, Berman discloses these limitations (col. 13, line 50 - col. 14, line 
10). It would have been obvious to one of ordinary skill in the art at the time to provide 
a detailed user interface, such as that found in Berman, to the invention disclosed by 
Ichimura. The motivation for doing so would be to display all information regarding the 
operational status of the apparatus in a user-friendly manner (Ichimura, col. 8, lines 1-5; 
Berman, col. 3, lines 55-60). 
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Referring to Claim 2. 

Ichimura and Berman disclose the limitations of Claim 1 above. Ichimura further 
discloses said recording history information contains audio recording history information 
which records the number of times that audio recording has been made for each track 
of the first recording medium, title saving information of the contents, and play list 
information (col. 5, line 60-col 6, line 15; col. 8, lines 25-50). 

Referring to Claims 6, 9, and 12: 

Ichimura and Berman disclose or suggest the limitations of claims 14, 18, and 22 
above. Berman further discloses wherein said display means is configured to display 
indicia indicating manual selection or deselection of tracks for recording by said 
recording means from the first recording medium to the second recording medium (col. 
13, line 50 -col. 14, line 10). 

Referring to Claims 15, 19, and 23: 

Ichimura and Berman disclose or suggest the limitations of claims 14, 18, and 22 
above. Berman further discloses wherein said selecting means is configured to allow 
manual selection or deselection of portions of the contents of the first recording medium 
for recording from the first recording medium to the second recording medium (col. 13, 
line 50- col. 14, line 10). 
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Referring to Claims 16, 20, and 24: 

Ichimura and Berman disclose or suggest the limitations of claims 14, 18, and 22 
above. Ichimura further discloses wherein said selecting means automatically selects 
portions of the contents of the first recording medium that do not have recorded history 
information present in said apparatus (col. 16, lines 15-25; col. 22, lines 5-15). 

Referring to Claims 7, 10, 13, 17, 21, and 25: 

Ichimura and Berman disclose or suggest the limitations of claims 1, 3, 4, 14, 18, 
and 22 above. Berman further discloses means for displaying indicia indicating whether 
or not recorded history information is present in said apparatus for the contents of the 
first recording medium (col. 13, line 50 - col. 14, line 10). 

5. Claims 5, 8, and 1 1 are rejected under 35 U.S.C. 103(a) as being unpatentable 
over Ichimura and Berman as applied to claims 1 , 3, and 4 above, and further in view of 
Epstein (U.S. Patent 6,601,046). 

Referring to Claims 5, 8, and 1 1 : 

Ichimura and Berman disclose or suggest all the limitations of claims 1, 3, and 4 
above. Ichimura further discloses wherein said recording history information storing 
means is further configured for storing information regarding the contents as recording 
history information at the time of the contents recorded onto the second recording 
medium being rendered unusable (). Neither Ichimura nor Berman apparently disclose 
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checking-in means for rendering unusable the contents recorded on the second medium 
from the first medium wherein said recording history information includes a check-out 
number which is decremented when said recording means records the contents on the 
first recording medium onto the second recording medium and is incremented when 
said checking in means renders unusable the contents recorded onto the second 
recording medium. Epstein discloses these limitations (col. 2, lines 22-39; col. 3, line 45 
- col. 4, line 26). It would have been obvious to one of ordinary skill in the art at the 
time the invention was made to include a check-out mechanism similar to that disclosed 
by Epstein as part of the recording history information disclosed by Ichimura. The 
motivation for doing so would be to balance the copyrights of the owner of intellectual 
property with the fair-use rights of the purchasers, for example by minimizing the 
damage caused by a loss of a copy (Epstein: col. 2, lines 13-21). 

Conclusion 

6. Applicant's amendment necessitated the new ground(s) of rejection presented in 
this Office action. Accordingly, THIS ACTION IS MADE FINAL. See MPEP 
§ 706.07(a). Applicant is reminded of the extension of time policy as set forth in 37 
CFR 1.136(a). 

A shortened statutory period for reply to this final action is set to expire THREE 
MONTHS from the mailing date of this action. In the event a first reply is filed within 
TWO MONTHS of the mailing date of this final action and the advisory action is not 
mailed until after the end of the THREE-MONTH shortened statutory period, then the 



Application/Control Number: 09/975,827 



Page 8 



Art Unit: 2135 

shortened statutory period will expire on the date the advisory action is mailed, and any 
extension fee pursuant to 37 CFR 1.136(a) will be calculated from the mailing date of 
the advisory action. In no event, however, will the statutory period for reply expire later 
than SIX MONTHS from the date of this final action. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Tom Gyorfi whose telephone number is (571) 272-3849. 
The examiner can normally be reached on 8:30am - 5:00pm Monday - Friday. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Kim Vu can be reached on (571) 272-3859. The fax phone number for the 
organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). 
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